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- The MAILING DATE of this communication appears on the cover sheet with the correspondence address — 
Period for Reply 



A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timely. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 

- Any reply received by the Office later than three months after the mailing date of this communication , even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1.704(b). 

Status 

1)13 Responsive to communication(s) filed on 21 November 2003 . 
2a)D This action is FINAL. 2b)M This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11, 453 O.G. 213. 

Disposition of Claims 

4) [3 Claim(s) 6-10 and 13-17 is/are pending in the application. 

4a) Of the above claim(s) 13-17 is/are withdrawn from consideration. 

5) \3 Claim(s) is/are allowed. 

6) S Claim(s) 6-10 is/are rejected. 

7) D Claim(s) is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) D The specification is objected to by the Examiner. 

10)D The drawing(s) filed on is/are: a)D accepted or b)D objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1.85(a). 

Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 
1-1 )□ The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 
Priority under 35 U.S.C. §§119 and 120 

12) D Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 119(a)-(d) or (f). 

a>n All b)D Some*c)D None of: 

1 .□ Certified copies of the priority documents have been received. 

2. D Certified copies of the priority documents have been received in Application No. . 

3. D Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 

13) D Acknowledgment is made of a claim for domestic priority under 35 U.S.C. § 1 19(e) (to a provisional application) 

since a specific reference was included in the first sentence of the specification or in an Application Data Sheet. 
37 CFR 1.78. 

a) □ The translation of the foreign language provisional application has been received. 

14) D Acknowledgment is made of a claim for domestic priority under 35 U.S.C. §§ 120 and/or 121 since a specific 

reference was included in the first sentence of the specification or in an Application Data Sheet. 37 CFR 1.78. 

Attachment(s) 

1 ) D Notice of References Cited (PTO-892) 4) O Interview Summary (PTO-413) Paper No(s). . 

2) □ Notice of Draftsperson's Patent Drawing Review (PTO-948) 5) □ Notice of Informal Patent Application (PTO-152) 

3) □ Information Disclosure Statement(s) (PTO-1449) Paper No(s) . 6) Q Other: 

U.S. Patent and Trademark Office 

PTOL-326 (Rev. 11-03) Office Action Summary Part of Paper No. 20040123 
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The finality of that office action of 1 9 May 2003 is withdrawn due to the 
declaration submitted 21 November 2003. 

The art rejections are all withdrawn due to the declaration of 21 November 2003. 

Claims 13-17 are directed to an invention that is independent or distinct from the 
invention originally claimed for the following reasons: The claimed method of adjusting 
the ferromagnetic characteristics of a ZnO-type compound in the form of a single crystal 
is unrelated to the originally claimed method of method of adjusting the ferromagnetic 
characteristics of a ZnO-type compound since they are not usable together and they have 
different effects. 

In applicants' response of 14 August 2003, they argued that Miyazaki et al 
teaches a polycrystalline compound, not a singe crystalline compound. This argument 
indicates applicants consider the term "single crystalline" to mean "a compound in the 
form of a single crystal". The claims and specification are being interpreted using 
applicants' definition. 

Since applicant has received an action on the merits for the originally presented 
invention which where to the process where the crystal form of the compound was not 
given, this invention has been constructively elected by original presentation for 
prosecution on the merits. Accordingly, claims 13-17 are withdrawn from consideration 
as being directed to a non-elected invention. See 37 CFR 1.142(b) and MPEP § 821.03. 

Claim 7 is rejected under 35 U.S.C 1 12, first paragraph, as containing subject 
matter which was not described in the specification in such a way as to enable one skilled 
in the art to which it pertains, or with which it is most nearly connected, to make and/or 
use the invention. 
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There is no teaching in the specification to enable one of ordinary skill in the art 
determine the necessary amounts and composition of the dopant from groups (l)-(3) in 
order to produce compound having a predetermined ferromagnetic transition temperature. 
There is no taught relationship between the amounts and composition of the dopant to the 
ferromagnetic transition temperature. While the specification generically teaches the 
dopants in an amount in the range of 1-99 at% will adjust the ferromagnetic transition 
temperature, there is no indication how one can determine the necessary amounts and 
composition of the dopant from groups (l)-(3) from those claimed when given a specific 
ferromagnetic transition temperature without undue experimentation. 

Claims 6-10 are rejected under 35 U.S. C. 112, first paragraph, as failing to 
comply with the enablement requirement. The claim(s) contains subject matter which was 
not described in the specification in such a way as to enable one skilled in the art to 
which it pertains, or with which it is most nearly connected, to make and/or use the 
invention. 

The declaration shows that only ZnO-type compounds in the form of a single 
crystal doped, with the claimed elements will have ferromagnetic characteristics. Claims 
6-10 do not require the claimed compound to be a single crystal. Given the declaration, 
one of ordinary skill in the would know the claimed method is not functional since the 
material resulting from the process is not and cannot be made ferromagnetic through 
doping. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Melissa Koslow whose telephone number is (571) 272- 
1371 . The examiner can normally be reached on Monday-Friday from 8:00 AM to 3:30 
PM. 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Mark Bell, can be reached at (571) 272-1362. 

The fax number for all official communications is (703) 872-9306. 



cmk 

January 27, 2004 



& 

C. Melissa Koslow 
Primary Examiner 
Tech. Center 1700 



